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CLAIMS 1-61 ARE PENDING 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. In response to the appeal brief of 12/5/05, an appeal conference was held 
2/14/06 with Safet Metjahic and Charles Rones. It was decided that difficulties in claim 
interpretation rise to the level of 25 USC 112, first paragraph. Prosecution is hereby re- 
opened. 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-6 and 9-24 are rejected under 35 U.S.C. 112, first paragraph, as 

failing to comply with the enablement requirement. The claim(s) contains subject matter 
that was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The phrase: "search object" is not defined in the specification, and its relationship 
to highlighted characters is not set forth in an enabling manner. In the Brief, page 14 
top, it is stated that the search object may or may not be dependent on the highlighted 
characters (of the claims), which leaves it to be anything. 
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Reference is made to page 12 of the Specification, where it is stated that a user 
may select a software button or menu item provided, perhaps, by a browser assistant. 
The term search object is not used in this discussion, and thus the connection of a 
browser assistant and/or buttons and menus to such a term is not made. Furthermore, 
these terms do not appear in the claims. 

Claim 2 states that the search object may be located in a menu or toolbar, but 
does not explicate what it is perse, and the claim is not part of the Specification. 

In summary, there is no viable guidance in the Specification to enable one skilled 
in the art to make and/or use the invention as claimed using this phrase. 

4. Claims 1-6 and 9-24 are rejected under 35 U.S.C. 112, second paragraph, 

as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

It is not clear what is meant by search object in these claims, since it is not a 
term in the art and is not defined in the Specification. In the interest of compact 
prosecution, it is taken to mean any entity that might be used to initiate a search and/or 
any entity that might be the target object of a search, as needed. 

5. Claims 1-6 and 9-24 are rejected under 35 U.S.C. 112, second paragraph, 

as being incomplete for omitting essential structural cooperative relationships of 
elements, such omission amounting to a gap between the necessary structural 
connections. See MPEP § 2172.01. 
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The omitted structural cooperative relationships are: any relationship between 
search object and the highlighted groups of characters. As noted above, the Brief states 
that there may not be any, and in that case the role of the search object in the claims is 
unexplained, simply one of a list of unconnected elements. 

6. Applicant's arguments with respect to claims 1-61 have been considered but 
are moot in view of the new ground(s) of rejection. 

7. Claims 1, 3-7, 9-12, 14-33 and 35-45 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kleinberg, US 6,112,202, 29 August 2000. 

Kleinberg is directed to a method of searching for information in a network, 
particularly in hyperlinked environments such as the Web [COL 1 lines 8-15]. While the 
invention is primarily discussed as a method, it is supported by an apparatus that 
includes appropriate means for executing the method [COL 5 lines 26-33], and may be 
embodied as a computer program product [COL 5 lines 34-40]. 

As to claim 20: 

A system for receiving selection of one or more groups of characters in a 
document currently displayed to a user in response to the one or more groups .of 
characters in the document being highlighted and a search object being selected while 
the one or more groups of characters in the document are highlighted; 
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One object of Kleinberg is to search for resources such as Web pages that are 
linked with hyperlinks [COL 4 lines 11-16]. Kleinberg is an improvement on the 
background technology in which hyperlinks may be highlighted [COL 2 line 49 to COL 3 
line 4]. A set of highlighted words, pictures or icons associated with hyperlinks 
corresponds to a search object that initiates a search [COL 2 lines 51-56]. So does a 
hyperlink embedded in a displayed and/or highlighted item such as a word, phrase, 
icon or picture [COL 1 lines 61-67]. 

means for generating a search query using the selected one or more words; 

Kleinberg is directed to finding an initial set of P pages containing a query string, 
and then iterating the search to other pages linked to the set of P pages. This may be 
initiated by finding at least one page of interest [COL 4 lines 44-52; COL 7 lines 27-30], 
which corresponds to following any highlighted hyperlink on a Web page. Clicking on 
such a highlighted hyperlink corresponds to generating a search query for at least one 
page. 

means for obtaining search results based on the search query; and 
means for providing the search results to the user 

Returning one or more pages [FIG 1] corresponds to obtaining search results, 
and they may be displayed [COL 3 lines 13-18]. 

As to claim 21, the method of Kleinberg iterates the process to find linked pages 
[COL 4 lines 53-65], where pages are documents. 
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As to claim 25, determination of the start set (initial set of pages) in Kleinberg 
[COL 4 line 44] corresponds to prefetching documents associated with a search. 
Kleinberg counts links and determines scores for each stage of iteration [COL 4 lines 
53-65]. As to claim 26, Web pages are documents and vice versa. As to claim 27, the 
hyperlinks on a Web page correspond to a list of links. As to claims 28 and 29, the 
iteration procedure of Kleinberg grows the set of pages returned [FIG 1] by finding 
documents linked to those already returned [COL 8 line 42 and after], which includes 
providing a prefetched document already found and providing one not yet found. As to 
claim 30, following the links to a Web page corresponds to doing an address lookup. 

As to claims 35 and 36, the computation of hubs corresponds to determining the 
popularity of a linked document [COL 6 lines 30-49]. 

As to claim 41, the method of Kleinberg may limit the retrieved documents by 
returning only the k largest scores [FIG 1], which corresponds to using a threshold. 

As to claim 42, the iteration module of Kleinberg corresponds to a browser 
assistant. 

As to claims 5-7, Kleinberg is an improvement on the practice of using phrases 
as hyperlinks [COL 1 line 38; line 63; COL 2 line 64], 

As to claim 9, a paragraph is merely an extended phrase, for which the 
dictionary meaning includes: a sequence of words expressed as a unit. A phrase may 
also be an entire document. 

As to claim 10, words and phrases correspond to textual concepts. 

As to claim 11, Kleinberg applies a vector space model [COL 8 line 43 and after]. 
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The elements of claims 1,3-4, 12, 14-19, 22-24 and 31-33, 37-40 and 43-45 

are rejected in the analysis above and these claims are rejected on that basis. 

8. Claim 2, 8, 13 and 34 and 46-61 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kleinberg, US 6,112,202, 29 August 2000. 

As to claims 8 and 13, Kleinberg does not address discarding words, particularly 
stop words, that are unnecessary for obtaining relevant results, but it would have been 
obvious for one of ordinary skill in the art at the time of the invention to do so because 
it is more efficient to omit unnecessary words. 

As to claim 2, Kleinberg does not explicitly provide for a search object within a 
menu or toolbar. Official Notice is taken that it was well known at the time of the 
invention to provide a menu containing a list of the hyperlinks to most-recently visited 
Web sites within the toolbar of a browser. It would have been obvious to use such 
hyperlinks to initiate a search because the linked pages are have a high probability of 
content of interest and thus may be used to initiate a search in Kleinberg [COL 4 lines 
30-33]. 

As to claim 34, Kleinberg does not explicitly apply clickthrough rates. Official 
Notice is taken that the clickthrough rate was a well-known measure of user interest at 
the time of the invention. Evidence for this is given by Wu et al, US 6,741 ,967 Table B 
COL 19], where such a rate is used as a measure of usability for advertisements. 
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The Specification of this application also teaches that it was well known in the art 
at the time of the invention [[page 17 line 15 to page 18 line 3], 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply clickthrough rate to score documents because it is a useful measure 
of user interest. 

As to claim 46, the list of most-recently visited Web sites corresponds to adding 
links to the Web page document being displayed. As to claims 47-48, such a visited 
page is a publication and a name, and includes a link associated with the name. As to 
claim 49, in cases where the link is to a commercial Web site, it links to related 
documents associated with producers, sellers, reviewers and the like. 

The elements of claims 50-61 are rejected in the analysis above and these 
claims are rejected on that basis. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wayne Amsbury whose telephone number is 571-272- 
4015. The examiner can normally be reached on M-F 6-18:30 FIRST WEEK. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic can be reached on 571-272-4023. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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